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DETAILED ACTION 
Claim Rejections r- 35 USC §101 
1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this, title. 

Claims 9 and 10 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non- statutory subject matter. 

Claim 9 is directed toward an apparatus, however there is no 
limitation is the claim that is necessarily hardware. All of 
the limitation can be reasonably interpreted as comprising only 
software and thus the entire apparatus can be reasonably 
construed as only software. Software, per se, in non-statutory, 
unless it is stored on a computer readable medium (See MPEP 
2106) . 

Claim 10 is directed toward u a computer program product." A 
computer program product can reasonably construed as software, 
per se, and is thus non- statutory . See discussion above. The 
examiner recommends amending the claim to recite a ''computer 
readable storage medium, comprising instructions, that when 
executed cause..." 



Application/Control Number: 10/521,084 
Art Unit: 2182 



Page 3 



Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

3. Claims 1-4,6, and 8-10 are rejected under 35 U.S.C. 103 (a) 
as being unpatentable over Wright et al. (U.S. Patent No. 
6,754,725 hereinafter "Write") in view of Schmisseur et al. 
(U.S. Pub. No. 2002/0178316 hereinafter "Schmisseur" ) . 

4. Referring to method claim 1, system claim 8, apparatus 
claim 9, and computer program product claim 10, Wright teaches a 
system and method of configuring a system comprising a main 
device (item 102 in figure 1) and an auxiliary device (item 100 
in figure 1) arranged to co-operate with each other, the main 
device being arranged to handle one or more functionalities, the 
auxiliary device being arranged to effect one or more 
functionalities (see lines 24-40 of column 3) ; 

wherein the method comprises an adaptation step, in which 
the auxiliary device performs a first enumeration of its 
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functionalities to the main device (see items 204 and 206 in 
figure 4) ; 

Wright fails tot each the method further comprises an . 
enumeration step in which the auxiliary device performs a second 
enumeration of its functionalities to the main device, wherein 
the second enumeration hides from the main device at least those 
of its functionalities for which the main device is not arranged 
to handle. 

Schmisseur teaches, in an analogous system and method 
wherein functionalities of an auxiliary device are enumerated to 
a main device, an enumeration step in which the auxiliary device 
performs a second enumeration of its functionalities to the main 
device, wherein the second enumeration hides from the main 
device at least those of its functionalities for which the main 
device is not arranged to handle (see paragraph 25, note the 
host receives the second enumeration information from the 
peripheral device and some of the functionalities are 
concealed) * 

It would have been obvious to one of ordinary skill in the 
art at the time of the applicant's invention to modify the 
teachings of Wright with the above teachings of Schmisseur. One 
of ordinary skill in the art would have been motivated to make 
such modification in order to conceal device functions not 
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supported by the host as suggested by Schmisseur (see paragraph 
28). 

5. Referring to claim 2, Wright a notification step, in which 
the auxiliary device notifies the main device of a set of data 
corresponding to the first enumeration of the functionalities 
that the auxiliary device can effect (see item 206 and 210 in 
figure 4) . Wright fails to teach an identification step, in 
which the set of data is used to identify the functionalities 
that the auxiliary device can effect but that the main device 
cannot handle and a configuration step, in which the auxiliary 
device is ' configured to hide for the second enumeration from the 
main device at least those of its functionalities that the main 
device cannot handle. 

Schmisseur teaches the above limitations (see paragraph 25, 
note the I/O processor indicates the functions to conceal from 
the host, so when the second enumeration of the peripheral 
device occurs the concealed functions are not detected by the 
host) . 

It would have been obvious to one of ordinary skill in the 
art at the time of the applicant's invention to modify the 
teachings of Wright with the above teachings of Schmisseur for 
the same reasons as mentioned above. 
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6. Referring to claim 3, the combination of Wright and 
Schmisseur the adaptation step is followed by the enumeration 
step, in which the auxiliary device presents itself to the main 
device without the functionalities identified in the 
identification step (see Schmisseur paragraph 23, the peripheral 
device being presented without the concealed functions is the 
final step) . 

7. Referring to claim 4, Wright teaches the adaptation step is 
carried out automatically when connecting the auxiliary device 
to the main device (see paragraph bridging columns 4 and 5, note 
there is no user intervention after the device is connected to 
the host) . 

8. Referring to claim 6, Wright teaches the main device is a 
USB host and the auxiliary device is a USB device (see lines 6- 
23 of column 3) . 

9. Referring to claim 7, Wright teaches that the auxiliary 
device may be a smart card (see lines 33-52 of column 4, note one 
of the interfaces is a smart card interface) . 
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10. Claim 5 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Wright in view of Schmisseur as applied to 
claims 1-3,8,9, and 10 above, and further in view of Williams et 
al. (U.S. Patent No. 6,738,834 hereinafter "Williams"). 

11. Referring to claim 5, the combination of Wright and 
Schmisseur teaches the method of claim 3 as shown above, however 
the combination fails to teach a simulation step is carried out 
between the adaptation step and the enumeration step, in which 
the disconnecting and the reconnecting of the auxiliary device 
is simulated. 

Williams teaches, in a system wherein a device performs a 
first and second enumeration step, simulating a disconnect and 
reconnect of the auxiliary device (see items 420 and 440 in 
figure 4) . 

It would have been obvious to one of ordinary skill in the 
art at the time of the applicant's invention to modify the 
combination of Wright and Schmisseur with the above teachings of 
Williams so the user does not have to physically disconnect and 
reconnect the device to get it to enumerate itself again. 
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Response to Arguments 

12. Applicant's arguments with respect to claims 1 and 8-10 
have been considered but are moot in view of the new ground (s) 
of rejection. 

Conclusion 

13. Applicant's amendment necessitated the new ground(s) of 
rejection presented in this Office action. Accordingly, THIS 
ACTION IS MADE FINAL. See MPEP § 706.07(a) . Applicant is 
reminded of the extension of time policy as set forth in 37 
CFR 1.136 (a) . 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. I-n no event, 
however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Eron J. 
Sorrell whose telephone number is 571 272-4160. The examiner 
can normally be reached on Monday-Friday 8:00AM - 4:30PM. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Kim Huynh can be 
reached oh 571-272-4147. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300. 

Information . regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . If you would 
like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 
(IN USA OR CANADA) or 571-272-1000. 
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